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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 14 December 2007 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 12, 15-19,22-29 and 31-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E] Claim(s) 12.15-19.22-29 and 31-33 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Objections 

1 . Claims 17,18 and 28 are objected to because they are contradictory to claims 21 
and 24 from with they depend from respectively. Claims 12 and 24 require a central 
aperture on the outer face of the standard part, and that all elements on the outer face 
are in a symmetrical arrangement that a 180 degree rotation makes no cosmetic 
difference. Each of the objected to claims adds a switching or connecting means (not 
both) to the outer face, which would then make the outer face asymmetrical. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 12, 15, 16, 19, 22-27 and 31-33 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ambrose (4,852,177) in view of Levin (6,144,750). Ambrose 
teaches a hearing aid (Figure 9) to be placed in the auditory canal of a patient (Col. 3, 
Lines 1 1 -1 3), the hearing aid comprising a standard part (Figure 6, #1 1 ) to be fitted near 
an outside of an auditory canal, the standard part (1 1 ) usable for both left and right ears 
of a patient, and enclosing a microphone (Figure 10, #15), an amplifier (Figure 1 1 , #6), 

a loudspeaker (5) (Col. 3, Lines 27-30) and a battery compartment (Col. 5, Lines 45-49), 
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and a dedicated part (1 ) to be fitted in the auditory canal facing an eardrum of a patient 
(Col. 3, Lines 1 1 -1 3), the dedicated part (1 ) being adapted to specific geometry of the 
auditory canal of the patient (Col. 2, Lines 13-18), the dedicated part being provided 
with sound transmission means (Figure 8, #13) for the transmission of sound from said 
loudspeaker (5) into the auditory canal, wherein the cross section of an outer boundary 
of the outer end face of the standard part (Figure 13, #1 1) is mirror symmetrical in 
outside end view (The Examiner notes that the standard part #1 1 in Figure 13 appears 
to be symmetrically oval) and all elements on an end face of the standard part being 
disposed in such a symmetrical arrangement that a 180 degrees rotation makes no 
cosmetic difference (Seen in both Figures 8 and 13), the sound transmission means 
(13) being adapted to the specific geometry of the auditory canal of the patient (Col. 2, 
Lines 26-28), and the dedicated part having a central axis forming an angle between ten 
degrees and forty five degrees with respect to a central axis of the standard part (See 
angle in Figure 12); wherein the dedicated part (1) is an internal part and the standard 
part (11) is an external part, and the internal part comprises a connecting part (4) 
connecting the internal part to the external part, and the standard part (11) 
accommodates all the electronics and a battery (Col. 5, Lines 45-49), the electronics 
comprising a microphone (15), an amplifier (6), and a loudspeaker (5) within an 
enclosed volume (enclosed in part #1 1 ); and wherein the dedicated part (1 ) is provided 
with means (Figure 13, #23) for removing it from the ear. Ambrose fails to teach the 
standard part being made of rigid plastic, and being provided with injection molded 
means for removing said hearing aid from the auditory canal, wherein the removing 
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means is a pull rod connected to the standard part housing, the standard part having an 
outer end face provided with a sound aperture for said microphone, said sound aperture 
being located in the center of the outer end face. Levin teaches a standard part (Figure 

2, #30) being made of rigid plastic (Col. 3, Lines 15-20), and being provided with a pull 
rod (38) means connected to the standard part (30) housing for removing said hearing 
aid from the auditory canal (Col. 2, Lines 42-44), the standard part (30) having an outer 
end face provided with a sound aperture (36) for a microphone (Col. 2, Lines 44-46), 
said sound aperture (Figure 24, #36) being located in the center of the outer end face 
(outer face of plate #30). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to combine the apparatus of Ambrose, with the apparatus of 
Levin to allow for the sound picked up by the microphone to be more evenly distributed 
to the center of the hearing aid. Further, since it has been held that rearranging parts of 
an invention involves only routine skill in the art. In re Japikse, 86 USPQ 70. Also, it 
has been held that simple substitution of one known, equivalent element (i.e. a centrally 
located microphone aperture) for another would have been obvious to one of ordinary 
skill in the art at the time of the invention to obtain predictable results. KSR 
International Co. v. Teleflex Inc., 82 USPQ 2d 1385 (2007). Levin fails to teach wherein 
the means for removing comprises an injection-molded part; however, the method of 
forming a device is not germane to the issue of patentability of the device itself. 
Therefore, this limitation has been given little patentable weight. 

3. Claims 17, 18, 28 and 29 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ambrose (4,852,177) in view of Levin (6,144,750) as applied to claims 12 and 24 
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above, and further in view of Juneau (6,228,020). Ambrose and Levin are relied upon 
for the reasons and disclosures set forth above. Ambrose and Levin fail to teach 
wherein the outer end face is provided with switching means on said one side and a 
connector means or adjustment facility on said one side; and wherein the microphone 
sound aperture is located intermediate the switch and the adjusting facility. Juneau 
teaches an outer end face (Figure 8, #22) provided with switching means (27) and a 
connector means or adjustment facility (28); and wherein a microphone sound aperture 
(25) is located near the switch (27) and the adjusting facility (28). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to combine the 
apparatus of Ambrose, with the apparatus of Juneau to allow for user controlled volume 
adjustment, as well as the ability to connect to and communicate with a computer for 
programming of the hearing device. Juneau fails to teach wherein a microphone sound 
aperture is located intermediate the switch and the adjusting facility. However, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to arrange the microphone sound aperture intermediate the switch and the adjusting 
facility, since it has been held that rearranging parts of an invention involves only routine 
skill in the art. In re Japikse, 86 USPQ 70. 

Response to Arguments 

4. Applicant's arguments with respect to claims 12 and 15-30 have been considered 
but are moot in view of the new ground(s) of rejection. The Examiner affirms that the 
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obvious combination of Ambrose, Levin and Juneau teach all of the limitations claimed 
by Applicant. 

5. Regarding Applicant's piecemeal analysis of the individual embodiments of 
Ambrose, the Examiner acknowledges that Applicant agrees that the Examiner's 
observations are correct. While the Examiner relies on different embodiments of 
Ambrose, the rejection is proper because Ambrose provides a teaching for all of the 
claimed elements. As pointed out by Applicant Ambrose teaches a microphone located 
both centrally and off-center, therefor there is a teaching to place said aperture at 
essentially any place on the outer face of the hearing aid, this limitation contains is 
merely an intended use, and a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 
Additionally, whether or not there is a cosmetic difference is a matter of opinion and 
therefore carries little patentable weight. 

6. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 
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7. Regarding the Levin reference, again, Applicant is arguing nonobviousness 
because of an intended use of Levin's apparatus. It is irrelevant whether Levin's 
hearing aid is a custom or standard device, so long as Levin provides a teaching for the 
claimed limitations, as is the case detailed in the rejection above. It is also noted that 
Applicant's arguments directed toward the asymmetry of Levin is also moot because the 
Examiner has not relied upon Levin for a teaching of symmetry. Further, the Examiner 
still considers the microphone aperture #36 in Figure 24 to be centrally located. 
Additionally, Ambrose shows a centrally located aperture in Figures 8 and 13. 

8. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the Examiner 
has provided sufficient motivation in accordance with KSR International Co. v. Teleflex 
Inc., 82 USPQ 2d 1385 (2007). 

9. In response to applicant's argument that Ambrose and Levin do not teach the 
claimed invention, the test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference; nor is it 
that the claimed invention must be expressly suggested in any one or all of the 
references. Rather, the test is what the combined teachings of the references would 
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have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ871 (CCPA 1981). 

Conclusion 

1 0. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JEREMY LUKS whose telephone number is (571 )272- 
2707. The examiner can normally be reached on Monday-Thursday 8:30-6:00, and 
alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lincoln Donovan can be reached on (571) 272-1988. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jeremy Luks 
Examiner 
Art Unit 2837 
Class 181 

/Lincoln Donovan/ 

Supervisory Patent Examiner, Art Unit 2837 



